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1 . The art rejections over Weber et al (US 5,1 91 ,734) in the 12/08/2005 Examiner's 
Answer are considered moot in view of the cancellation of claims 21-41 . 

Claim Rejections • 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which fomris the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 42-44, 46-60, and 62-68 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Weber et al (US 5,191 ,734) in view of the paper "Hystretch ® 
Elastomeric Emulsions", Noveon, Inc., 2001-2006, 1 page. Weber teaches a 
biodegradable latex web material as a surgical gown comprising a fibrous web 
being saturated with a latex binder having a glass transition temperature from - 
5(fC to 20 °C (abstract). The latex composition is a natural, synthetic or a 
combination of natural and synthetic polymers as shown in table II. The latex 
composition comprises a polyacrylate, nitrile njbber, natural rubber or a 
combination thereof (column 4, lines 31-34, and table II). The latex binder is 
about 16 to 80 dry parts per 100 parts fibers by weight (column 5, line 29) within 
the claimed range. Although the glass transition temperature (Tg) of Hycar 
©1570X55 is not expressly recited in Weber 734, US Patent no. 5,370,132 to 
Weber et al indicates that Hycar ® 1570X55 has a Tg of -48 °C (see table IV of 
Weber '132). Similarly, Weber '132 evidences that natural rubber Hartex ® 104 
having a Tg of -70^C. Weber does not specifically disclose the use of a 
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polyacrylate latex having a glass transition temperature of -20 °C or lower. The 
paper "Hystretch ® Elastomeric Emulsions". Noveon, Inc. 2001-2006 shows that 
as an anionic polyacrylate latex, hystretch emulsion V-43 that has a glass 
transition temperature of -43 is useful as a nonwoven and paper saturant to 
provide excellent softness and elasticity. Therefore, it would have been obvious 
to one having ordinary skill in the art at the time the invention was made to use 
the hystretch V-43 as a paper saturant of the Weber product because the 
hystretch V-43 has a glass transtion temperature within the range as required by 
the Weber reference and provides excellent softness and elasticity to the web 
material. 

Weber does not specifically disclose the biodegradable latex web material 
having a Gurley Hill porosity and exhibiting a % BFE as recited in the claims. 
However, it appears that the biodegradable latex web material of Weber as 
modified by the paper "Hystretch ® Elastomeric Emulsions"is made of the same 
materials with the similar composition as the medical packaging substrate of the 
present invention; i.e., paper based web impregnated with a binder present in an 
amount within the claimed range. The binder has a glass transition temperature 
within the claimed range. Hence, it is the examiner's position that the Gurley Hill 
porosity and the percent bacterial filtration efficiency (BFE) would be inherently 
present. This is in line with In re Spada , 15 USPQ 2d 1655 (1990) which holds 
that products of identical chemical composition can not have mutually exclusive 
properties. 
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Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to 
prevent the unjustified or innproper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees, 
A nonstatutory obviousness-type double patenting rejection is appropriate where 
the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See. e.g.. In re Berg, 140 F.3d 1428. 46 USPQ2d 1226 (Fed, 
Cir. 1998); 7n re Goodman, 11 F,3d 1046, 29 USPQ2d 2010 (Fed, Cir, 1993); In 
re Long!, 759 F,2d 887, 225 USPQ 645 (Fed, Cir, 1985); In re Van Ornum, 686 
F,2d 937. 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528. 163 USPQ 644 (CCPA 
1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 
1 ,321 (d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or 
patent either is shown to be commonly owned with this application, or claims an 
invention made as a result of activities undertaken within the scope of a joint 
research agreement. 

Effective January 1 . 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b), 

5. Claims 42-50, 56-64. 67 and 68 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-20 of 
U.S. Patent No. 6,887,537. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because claims 1-20 of the *537 
patent disclose a medical package comprising fibrous web base being saturated 
with a composition comprising a blend of an acrylic latex polymer and a heat 
sealable polymer. Claim 10 of the *537 patent discloses the saturant present in 
an amount of at least 25% by weight within the claimed range. Claim 20 of the 
'537 patent discloses the fibrous web having a Gurley porosity of less than about 
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1 20 seconds per 100 cc within the claimed range. It appears that the fibrous web 
of substrate U.S. Patent No. 6,887,537 is suitable for use in medical packaging 
substrate and made from a material having a composition similar to the 
composition of the material used to form the medical packaging substrate of the 
present invention. Therefore, it is the examiner's position that the percent 
bacterial filtration efficiency would be inherently present. It seems from the claim, 
if one meets the structure recited, the properties must be met or Applicant's claim 
is incomplete. If the chemical composition of the claimed article of manufacture 
ecited in the claims is the same as the identical structure of the prior ad, it is 
immaterial that the applicant recognized different advantages flowing therefrom 
than did the prior art. This is in line with Titanium Metals Corp. of America v. 
Banner (CAFC 1985) 227 USPQ 775. 
6. Claims 51-55, 65 and 66 rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-20 of U.S. Patent No. 
U.S. Patent No. 6,887,537 in view of Weber et al (US 5,191.734). The *537 
patent does not specifically disclose the saturant comprising an additional latex 
polymer emulsion. Weber discloses a biodegradable latex web material as a 
surgical gown comprising a fibrous web being saturated with a latex composition 
which is a combination of polyacrylate, nitrile rubber, natural rubber (column 4, 
lines 31-34, and table II). Although the glass transition temperature (Tg) of Hycar 
©1570X55 is not expressly recited in Weber 734. US Patent no. 5,370,132 to 
Weber et al indicates that Hycar ® 1 570X55 has a Tg of -48 °C (see table IV of 
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Weber '132). Similarly, Weber *132 evidences that natural rubber Hartex ® 104 
having a Tg of -70^C, Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to use the saturant 
being a blend of polyacrylate, nitrile mbber, and natural njbber as taught by 
Weber 734 motivated by the desire to provide excellent tensile strength to the 
fibrous web base. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Kronzer (US 5,895,557) discloses a latex-saturated paper comprising a 
saturant having a glass transition temperature of from about -40°C to about 
25°C. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai Vo whose telephone number is (571 ) 272- 
1485. The examiner can normally be reached on Monday through Thursday, 
from 9:00 to 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Terrel Morris can be reached on (571) 272-1478. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 



Application/Control Number: 09/976.411 
Art Unit: 1771 



Page 7 



Information regarding the status of an application may be obtained from 
the Patent Application Infomiation Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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